AMENDMENT UNDER 37 C.RR. § 1.111 
U.S. Application No. 10/669,651 
Attorney Docket No. Q77613 

REMARKS 

Reconsideration and allowance of this application are respectfully requested. Claim 3 
has been amended. New claims 35-39 have been added. Claims 1-39 are now pending in the 
application. The rejections are respectfully submitted to be obviated in view of the remarks 
presented herein. 

Objection to the Specification 

The specification was objected to as allegedly failing to provide proper antecedent basis 
for the claimed subject matter. Applicant directs the Examiner to page 14, lines 7-1 1 of 
Applicant's specification, which provides the necessary basis for claims 7 and 8. 

Rejection Under 35 U.S.C. § 102(b) - Karube et al. 

Claims 1, 3, and 1 1 have been rejected under 35 U.S.C. § 102(b) as allegedly being 
anticipated by Karube et al. (WO 01/907228, using U.S. Publication Number US 2003/01 13231 
Al as translation) (hereinafter "Karube"). The rejection is respectfully traversed. 

Regarding claims 1 and 3, Applicant's claimed invention relates to a method and 
apparatus which measures the distribution of optical intensities on the cross section of a light 
beam of a wavelength selected using attenuated total reflection. A collimated light beam is 
entered through a dielectric block and into an interface between the dielectric block and a thin 
film layer at an angle that satisfies the conditions of attenuated total reflection at the interface. A 
collimated light beam having a predetermined wavelength is selected from the collimated light 
beam totally reflected from the interface, and the distribution of optical intensities on the cross 
section of the selected collimated light beam is measured. 
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The disclosure of Karube does not anticipate the claimed invention. While Karube may 
refer to a differential SPR sensor shown in figure 2(a) and a probe-type SPR sensor shown in 
figure 6, there is no teaching of all elements of Applicant's invention, as claimed. The Examiner 
cites to Karube' s figures 2(a) and 6, which describe different structures of SPR sensors. 
However, there is no disclosure in Karube of selecting a collimated light beam having a 
predetermined wavelength from the collimated light beam totally reflected from the interface, 
and measuring the distribution of optical intensities on the cross section of the selected light 
beam, as recited in Applicant's claims. 

Karube shows in figure 2(a) an SPR sensor in which dielectric layers are formed on a 
metal film, with a surface immobilized with a recognition substance and a surface not 
immobilized with the substance on the metal film (paragraph [0014]). The sensor comprises a 
plurality of dielectric films of differing film thicknesses formed on the metal film, with one 
dielectric film surface taken as a reference surface and another as a working surface. The 
substance to be measured is measured by comparing measuring results for the working surface 
and measuring results for the reference surface. Light from a light source enters a prism, reflects 
off a metal film, exits the prism and is sent to a detector. Alternatively, figure 6 shows an overall 
view of a probe-type SPR sensor. The probe-type SPR sensor contains a metal film equipped 
with a sensor surface and a reflecting surface, as shown in figure 5. However, the Examiner has 
not indicated which elements in figures 2(a) and 6 may possibly be interpreted as the elements of 
Applicant's claimed invention. 

There is no indication in Karube that the SPR sensor of figure 2(a) nor the spectroscope 
probe arrangement of figure 6 select a collimated light beam having a predetermined wavelength 
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from the totally reflected collimated light beam. Although figure 6 shows a pin-hole and lens 
arrangement, this is not used for selecting a collimated light beam having a predetermined 
wavelength from the collimated light beam totally reflected from the interface , as claimed. 
Instead, light reflected from a sensor probe is guided to a spectroscope, from which it is detected 
by a CCD and resonance wavelengths are read by a computer. In addition to a lack of selection 
in Karube, there is also no mention in Karube of measuring the distribution of optical intensities 
on the cross section of the selected light beam. At least by virtue of the aforementioned 
differences, Applicant's claimed invention distinguishes over Karube. Applicant's claim 1 1 is a 
dependent claim including all of the limitations of independent claim 3, which, as established 
above, distinguishes over Karube. Therefore, Karube does not anticipate claim 1 1 for at least the 
aforementioned reasons as well as for its additionally recited features. Reconsideration and 
withdrawal of the rejection under 35 U.S.C. § 102(b) are respectfully requested. 
Rejection Under 35 U.S.C. § 102(a) - Johansen 1 

Claims 1-4, 1 1 and 12 have been rejected under 35 U.S.C. § 102(a) as allegedly being 
anticipated by Johansen (U.S. Publication Number US 2003/0048452 Al). The rejection is 
respectfully traversed. 

Regarding claims 1 and 3, Applicant's claimed invention relates to a method and 
apparatus which measures the distribution of optical intensities on the cross section of a light 
beam of a wavelength selected using attenuated total reflection, as described above. The 
disclosure of Johansen does not anticipate the claimed invention. Particularly, while Johansen' s 

1 Applicant notes that Johansen does not qualify as prior art under 35 U.S.C. § 102(a). 
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figures la and 5 show a multi-wavelength imaging SPR setup and a multi-detector arrangement, 
there is no teaching of selecting a collimated light beam having a predetermined wavelength 
from the collimated light beam totally reflected from the interface. Johansen shows a light beam 
reflected off a sensor unit of a prism and projected onto an imaging system. The imaging 
system, as shown in figure 5, consists of more than one area detector, one for each wavelength of 
the light beam. Beam splitters (550) divide the reflected light beam (490) and then color filters 
filter the divided beams in the same way as used in commercial CCD video cameras (paragraph 
[0071]). 

Johansen only splits the light beam into a plurality of wavelengths, and then filters each 
wavelength of light. There is no selecting a collimated light beam having a predetermined 
wavelength from the collimated light beam totally reflected from the interface, as claimed. 
There is also no mention in Johansen of measuring the distribution of optical intensities on the 
cross section of the selected light beam. At least by virtue of the aforementioned differences, 
Applicant's claimed invention distinguishes over Johansen. Applicant's claim 2 and claims 4, 1 1 
and 12 are dependent claims including all of the limitations of independent claims 1 and 3, 
respectively, which, as established above, distinguishes over Johansen. Therefore, Johansen 
does not anticipate claims 2, 4, 1 1 and 12 for at least the aforementioned reasons as well as for 
their additionally recited features. Reconsideration and withdrawal of the rejection under 35 
U.S.C. § 102(a) are respectfully requested. 
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Rejection Under 35 U.S.C. § 103(a) - Johansen in view of Salafsky 

Claims 5-10 and 13-16 have been rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Johansen in view of Salafsky (U.S. Publication Number US 2002/0094528 
Al). The rejection is respectfully traversed. 

Claim 3 has been distinguished over Johansen, as discussed above. Salafsky does not 
remedy the deficiencies of Johansen. Salafsky does not disclose at least selecting a collimated 
light beam having a predetermined wavelength from the collimated light beam totally reflected 
from the interface between a dielectric block and a thin film layer, and also measuring the 
distribution of optical intensities on the cross section of the selected light beam. Salafsky 
discloses in figure 1, a nonlinear optical apparatus used to detect reactions between surface- 
attached probes and labeled targets, or used to perform imaging of a surface. A mirror (25) is 
used to direct a light beam onto a silicon sample surface (30) mounted on an x-y translation stage 
(35) at a desired angle. There is no mention in Salafsky of at least a wavelength selecting means 
and a two-dimensional optical detecting means, as claimed. At least by virtue of the 
aforementioned differences, the invention defined by Applicants' claim 3 is patentable over 
Johansen in view of Salafsky. Claims 5-10 and 13-16 are dependent claims including all of the 
limitations of independent claim 3, which, as established above, distinguishes over Johansen in 
view of Salafsky. Therefore, claims 5-10 and 13-16 are patentable over Johansen in view of 
Salafsky for at least the aforementioned reasons as well as for their additionally recited features. 
Reconsideration and withdrawal of the rejection under 35 U.S.C. § 103(a) are respectfully 
requested. 
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Rejection Under 35 U.S,C. § 103(a) - Karube et al. in view of Salafsky 

Claims 5, 7, 9, 13 and 15 have been rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Karube in view of Salafsky. The rejection is respectfully traversed. 

Claim 3 has been distinguished over Karube, as discussed above. Salafsky does not 
remedy the deficiencies of Karube. Salafsky does not disclose at least selecting a collimated 
light beam having a predetermined wavelength from the collimated light beam totally reflected 
from the interface between a dielectric block and a thin film layer, and also measuring the 
distribution of optical intensities on the cross section of the selected light beam. Salafsky 
discloses in figure 1, a nonlinear optical apparatus used to detect reactions between surface- 
attached probes and labeled targets, or used to perform imaging of a surface. A mirror (25) is 
used to direct a light beam onto a silicon sample surface (30) mounted on an x-y translation stage 
(35) at a desired angle. There is no mention in Salafsky of at least a wavelength selecting means 
and a two-dimensional optical detecting means, as claimed. At least by virtue of the 
aforementioned differences, the invention defined by Applicants' claim 3 is patentable over 
Karube in view of Salafsky. Claims 5, 7, 9, 13 and 15 are dependent claims including all of the 
limitations of independent claim 3, which, as established above, distinguishes over Karube in 
view of Salafsky. Therefore, claims 5-10 and 13-16 are patentable over Karube in view of 
Salafsky for at least the aforementioned reasons as well as for their additionally recited features. 
Reconsideration and withdrawal of the rejection under 35 U.S.C. § 103(a) are respectfully 
requested. 
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Rejection Under 35 U.S.C. S 103(a) - Karube et al. in view of Kato et al. and Iwasaki 

and Tsuboi et aL 

Claims 17, 23 and 29 have been rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Karube in view of Kato et al. (U.S. Patent Number 4,253,765) ("Kato") and 
Iwasaki (U.S. Patent Number 5,880,833) and Tsuboi et al. (U.S. Patent Number 5,973,780) 
("Tsuboi"). The rejection is respectfully traversed. 

Claim 3 has been distinguished over Karube, as discussed above. Kato, Iwasaki and 
Tsuboi do not remedy the deficiencies of Karube. Kato discloses a multi-wavelength 
spectrophotometer with a self-scanning detector scanning wavelength sub-ranges with different 
integration times. The self-scanning detector detects and measures quantities of dispersed 
wavelength components over a wide range of wavelengths. Iwasaki discloses in figure 1, a 
spectrometer which includes a diffraction grating (4) reflecting only diffracted light of a 
particular wavelength component determined by its angle. An optical spectrum and light 
intensity is measured for unit frequency without being influenced by the change of bandwidth of 
the wavelength by different measured wavelengths. A light slit (56) in conjunction with a 
diffraction grating (54) pass light of a desired wavelength to be converted into an electrical 
signal. Tsuboi discloses a spectroscope with a single image detector and a movable shutter for 
selecting from a range of wavelengths. The total range of wavelength is divided into a plurality 
of smaller ranges. A shutter is provided to selectively allow one of these portions of light 
corresponding to one of different wavelength ranges to pass through. However, neither Kato, 
Iwasaki, nor Tsuboi teach at least a wavelength selecting means and a two-dimensional optical 
detecting means, as recited in Applicant's claims. Applicant's wavelength selecting means 
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selects a collimated light beam having a predetermined wavelength from the collimated light 
beam totally reflected from the interface between a dielectric block and a thin film layer. 
Additionally, the two-dimensional optical detecting means detects the distribution of optical 
intensities on the cross section of the selected collimated light beam. Furthermore, the detectors 
of Kato, Iwasaki and Tsuboi are incompatible with the SPR sensor of Karube. The light output 
from the prism in Karube is intended for differential processing, and the detectors of Kato, 
Iwasaki and Tsuboi are not able to perform such processing of two resonant wavelengths. At 
least by virtue of the aforementioned differences, the invention defined by Applicants' claim 3 is 
patentable over Karube in view of Kato and Iwasaki and Tsuboi. Claims 17, 23 and 29 are 
dependent claims including all of the limitations of independent claim 3, which, as established 
above, distinguishes over Karube in view of Kato and Iwasaki and Tsuboi. Therefore, claims 17, 
23 and 29 are patentable over Karube in view of Kato and Iwasaki and Tsuboi for at least the 
aforementioned reasons as well as for their additionally recited features. Reconsideration and 
withdrawal of the rejection under 35 U.S.C. § 103(a) are respectfully requested. 

Rejection Under 35 U.S.C. $ 103(a) - Karube et al. in view of Salafsky further in 
view of Kato et ai. and Iwasaki and Tsuboi et ah 

Claims 19, 21, 25, 27, 31 and 33 have been rejected under 35 U.S.C. § 103(a) as 
allegedly being unpatentable over Karube in view of Salafsky further in view of Kato and 
Iwasaki and Tsuboi. The rejection is respectfully traversed. 

Claim 3 has been distinguished over Karube in view of Salafsky, as discussed above. 
Kato, Iwasaki and Tsuboi do not remedy the deficiencies of Karube in view of Salafsky. Kato 
discloses a multi-wavelength spectrophotometer with a self-scanning detector scanning 
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wavelength sub-ranges with different integration times. Iwasaki discloses in figure 1, a 
spectrometer which includes a diffraction grating (4) reflecting only diffracted light of a 
particular wavelength component determined by its angle. Tsuboi discloses a spectroscope with 
a single image detector and a movable shutter for selecting from a range of wavelengths. 
However, neither Kato, Iwasaki, nor Tsuboi teach at least a wavelength selecting means and a 
two-dimensional optical detecting means, as recited in Applicant's claims. Applicant's 
wavelength selecting means selects a collimated light beam having a predetermined wavelength 
from the collimated light beam totally reflected from the interface between a dielectric block and 
a thin film layer! Additionally, the two-dimensional optical detecting means detects the 
distribution of optical intensities on the cross section of the selected collimated light beam. As 
discussed above, the detectors of Kato, Iwasaki and Tsuboi are also incompatible with the SPR 
sensor of Karube. At least by virtue of the aforementioned differences, the invention defined by 
Applicants' claim 3 is patentable over Johansen in view of Salafsky further in view of Kato and 
Iwasaki and Tsuboi. Claims 19, 21, 25, 27, 31 and 33 are dependent claims including all of the 
limitations of independent claim 3, which, as established above, distinguishes over Karube in 
view of Salafsky further in view of Kato and Iwasaki and Tsuboi. Therefore, claims 17, 23 and 
29 are patentable over Karube in view of Salafsky further in view of Kato and Iwasaki and 
Tsuboi for at least the aforementioned reasons as well as for their additionally recited features. 
Reconsideration and withdrawal of the rejection under 35 U.S.C. § 103(a) are respectfully 
requested. 
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Newly Added Claims 

Claims 35-39 are newly added by this Amendment and are believed to be in condition for 
allowance. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 
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